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PATENT PROTECTION IN INTERNATIONAL

BUSINESS TRANSACTIONS
By COOPER H. WAYMAN*
The transfer of technology abroad may require the acquisition
of patent rights in foreign countries by American businessmen. Mr.
Wayman discusses the contrast between United States patent laws
and the laws of several foreign countries in terms of acquisition,
duration, and protection of patent rights. He demonstrates the uncertainties inherent in the various systems, pointing out that recent
internationalmeetings in Geneva may give rise to a workable international patent system in the future. Until then, Mr. Wayman
suggests that arbitration may be a possible solution to the inherent
difficulties in the enforcement of patent claims abroad.
INTRODUCTION

N

EARLY 100 countries currently have systems for granting
patents on inventions, processes or products. There are many
variations, the most important of which involve exceptions to
patentability for certain types of products. For example, special
provisions frequently are applicable to food, medicinal and chemical
products. Some countries grant patents both on manufacturing
processes and the products themselves. Others grant patents only
for processes.' An excellent description of the vast differences in
patentability is noted in the following statement:
Let us take first a new chemical substance which is not a medicine. A claim for a new process of making the substance can be
obtained in all the countries of the group. In addition a product
claim can be obtained in Belgium, France and Italy. A product
claim can also be obtained in Germany and Luxembourg if the substance is a composition or mixture but not if it is a single chemical
compound. However, in the latter case a process claim can be obtained for the use of a known type of process to prepare the product provided that the product is new and has unexpected advantages. This is the so called "analogy process" claim -in form
a process claim but relying for patentability on the features of the
product rather than the features of the process. To the extent that
such a claim is broad and covers alternative processes, it may be
almost as good as a product claim in providing protection for the
invention.
In Holland a product claim cannot be obtained either for a
mixture or a single compound but it is possible to obtain an "analogy" type of process claim for methods of preparing the product,
*Assistant Professor of Chemistry, Colorado School of Mines; B.S., Rutgers, 1951;
M.S., University of Pittsburgh, 1954; Ph.D., Michigan State University, 1959; J.D.,
University of Denver, 1967.
The author originally prepared this paper for the Seminar on International Business Transactions, at the College of Law, spring 1967.
'Lightman & Lee, Patent Laws Worldwide, INT'L COMMERCE, Feb. 22, 1965, at 4.
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and in many cases also a process claim for bringing the product in
the necessary form for a new use.
Turning now to pharmaceutical products or medicines, the
situation is as outlined above except that only process claims, and
not product claims even for a composition, can be obtained in Germany and Luxembourg. In Italy not even a process claim can be
obtained. In France a product claim can be obtained but only in a
special medicament patent (BSM).
The situation in Italy is obviously unfair to nationals of the
United States and other countries where pharmaceutical inventions
are protected. It puts the Italian manufacturer in a position where,
without any research expenditure on his part, he can copy an
American pharmaceutical invention and sell the products not only in
Italy but also in any other country where2the American inventor has
been unable to obtain product protection.
The uncertainty in these rules, at times, may mislead an in-

ventor as to exactly what protection he has. In the pharmaceutical
situation, in Italy, an obvious unfair business practice is certain, but
permissive by law, notwithstanding a possible patent infringement.
Other important differences in the laws concern the degree of
novelty required. In general, an invention is not considered new
in a country if it has been known or used before filing of the patent
application. Most countries extend this test of novelty to publication,
use or exhibition in any country in the world. Others apply this
test only to such prior knowledge in their own countries.
Search and examination procedures also vary widely and some
countries dispense with examination altogether, except as to matters
of form. Fee costs cover a wide range, with renewal fees common
to most foreign systems.
U.S. inventors and businessmen can expect to receive national
treatment equal to that afforded local citizens in protection of their
patent rights in about 90 countries with which the United States
has concluded bilateral and multilateral agreements.3 The most important multilateral agreement is that of the International Convention
for the Protection of Industrial Property (Paris Union), to which
the United States and 64 other signatories adhere. The United
States also is a member of the Inter-American Convention of 1910
on Inventions, Patents, Designs and Models, together with 13
Latin American countries. The United States has bilateral agreements in terms of the Treaties of Friendship, Commerce, and Navigation (FCN) with China, France, Germany, Greece, Iran, Ireland, Israel, Japan, Korea, and the Netherlands, although those
with France and Iran are not strictly friendly.
Goldsmith, Difficulties Facing American Business in Patent Application in Europe,
in DOING BUSINESS IN THE COMMON MARKET, CCH COM. MKT. REP., SPEc. REP.
107, 110 (1963).
3 See Lightman & Lee, supra note 1.
2
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Most countries specify that a "working" (an actual use) of the
patent be achieved in a specified time, otherwise a cancellation is
imposed. Some countries require the patentee to license anyone
upon request, which amounts to a compulsory licensing arrangement. The Paris Convention indicates a 3-year period after the patent
grant before a member country may invoke a compulsory license.
Certain bilateral agreements between the United States and Germany,
Greece, or Switzerland permit a waiver of the working requirement,
if a corresponding U.S. patent is possessed.
The Paris Convention and the Inter-American Convention confer a 12-month "right of priority" period on patent applications.
This means that an applicant has 12 months after filing his first
patent application in a Convention country to file a corresponding
application in any other member country and maintain the priority
benefit from the first filing date. Thus, the inventor is protected
in these countries from unauthorized filing of the same application
during that 12 months, within which publicity will not defeat his
application. Some countries such as Korea and the Philippines, although not members of the Convention, have reciprocal agreements
with U.S. patent owners for similar priority protection.
The patent term (life of the patent) may range from 5 to 20
years in different countries. Some countries offer an option to the
patentee of 5, 10, 15, or 20 years. Latin American countries notably
offer what is called "confirmation," "revalidation," and "importation" patents, conferring upon the foreign patentee a term coextensive with his original grant, said grant forming the basis of issue.
Soviet Bloc countries in Eastern Europe issue an inventor's
certificate. This certificate vests ownership and exclusive use in the
state for which the assignor receives a stipend commensurate with
its value to the state.
The U.S. Department of Commerce can render assistance to
potential patentees for application abroad, but in all instances it
is advisable to seek competent patent counsel to avoid the many
vagaries and uncertainties attendant upon the foreign patent laws.
This article is concerned with some of the problems encountered
by private business enterprises in their attempts to acquire a patent
abroad, in the effectuation and enforcement of the patent monopoly
once acquired, and the types of problems present when infringement
actions are provoked.
I. DOMESTIC AND FOREIGN PATENT SYSTEMS

A. The United States' Patent System
The U.S. patent system is quite complex. Only selected sections
are presented here to enlighten those unfamiliar with patent law.
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Patent laws are sanctioned through the power of the U.S. Constitution,4 and specific statutes.5 Inventions patentable are covered by
a pertinent section stating:
Whosoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent therefor, subject
to the conditions and requirements of this title.6
Conditions governing patentability are numerous. The potential
patentee must establish novelty or his right to a patent is precluded.
The patentee has failed to establish novelty if any of the following
are present:
(1) the invention was known or used by others in the United
States or patented or described in a printed publication in
the United States or a foreign country prior to the invention
of the applicant;
(2) the invention was patented or described in a printed
publication in the United States or a foreign country or in
public use or on sale in this country more than one year
prior to date of application in the United States;
(3) the invention was abandoned;
(4) the invention was first patented by the applicant, his legal
representatives, or assignees in a foreign country, with
application filed more than 12 months before the application date in the United States;
(5) the invention was described in a patent already granted;
(6) the applicant did not himself invent the subject matter
disclosed; or
(7) before applicant's invention thereof the invention was
made in this country by another and was not abandoned,
suppressed, or cancelled; in instances where priority of
invention is uncertain, the examiner will consider not
only respective dates of conception and reduction to practice, but also reasonable diligence related to time of conception and last applicant to reduce to practice.7
A patent will be granted only if the subject matter is non-obvious. 8 If the applicant examined the prior art, and it would have
been obvious to one with only ordinary skill in the art, that the
4

U.S. CONST. art. 1, § 8:
'The Congress shall have power . . . to promote the progress of science and useful
arts, by securing for limited times to authors and inventors the exclusive right to
their respective writings and discoveries."
5
Patent Act of July 19, 1952, 35 U.S.C. (1964) [hereinafter cited as 35 U.S.C.]
6 35 U.S.C. § 101.
735 U.S.C. § 102.
8 35 U.S.C. § 103.
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subject matter as a whole would effect invention, then a patent
would be denied. The obviousness must be at the time of invention
and not thereafter. It is immaterial how the invention was made; a
process developed in a series of independent steps (batch process)
is just as valid as a continuous process, an integration of steps. If it
is obvious to the inventor that a combination of A and B will yield
C, and D is actually produced, then the invention might be allowed
for product D but probably not for product C.
An applicant domiciled in the United States, but serving abroad
on behalf of that country will be accorded treatment identical to
that shown any other citizen who conceives of an invention.9
Strict statutory conformity is required in patent application.'"
Generally, all applicants must apply in writing to the Commissioner
of Patents, U.S. Department of Commerce, Washington, D.C. Each
application for a patent must contain a specification," a drawing
where required," and an oath by the applicant.'" The applicant
must sign the application and remit the fee as required by law. Each
original application, except design cases, must be accompanied by
a basic fee of $65, with additional amounts in some instances de4
pendent upon the form of the claims.'
The specification is a written description of the invention. It
describes the manner and process of making or using the patent in
full, clear and concise terms, so as to enable any person skilled in
the art to make use of the same in the best mode contemplated by
the inventor. The specification contains one or more of the claims
with specific reference to exactly what is claimed. Claims may be
set forth in dependent or independent form, but, if in dependent
form, all those limitations of the daim are read by incorporation
by reference into the dependent claim. An element of a claim may
be combined with another to express a step or means to carry out
a specific function without reciting the structure, material, or acts
in support thereof. But the claim is tantamount to the structure,
material or acts as described in the specification or their equivalents.
Hence, one cannot mention something in a claim that is omitted
from the specification.
The Commissioner may construe the subject matter of an application to form the basis of two or more independent and distinct
inventions. In such instances, only one patent may be allowed. But
any subsequent filing of similar subject matter, referred to as a
9 35 U.S.C. § 104.
10The statutory requirements are set forth at 35 U.S.C. § 111.
"iThe statutory requirements for a specification are set forth at 35 U.S.C. § 112.
12 35 U.S.C. § 113.
"3The statutory requirements for the oath are set forth at 35 U.S.C. § 115.
14 35 U.S.C. § 41.
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divisional application, is filed as if it had the date of the original
application in the establishment of priority. If the divisional application pertains directly to the subject matter of the original application, the Commissioner may disallow the second filing. The
limitation of the subject matter to one invention, however, in no way
invalidates the patent.' 5
An interference in patent action may arise, if in the opinion of
the Commissioner, an application contains substantially the same
subject matter of a pending application or of an unexpired patent.'"
Questions of priority of invention are the dominant concern in interferences. Priority issues are determined by a Board of Patent
Interferences comprised of three examiners. A decision of the Board
adverse to one applicant constitutes a rejection of his claims and an
allowance of claims to the successful applicant. In general, the
Patent Office will disallow any claim bearing substantially on the
same subject matter of an issued patent unless the claim is made one
year prior to the issuance of the patent. Parties to an interference
may file an agreemeot or understanding between themselves prior
to the termination of an interference proceeding. These agreements
may be kept in a separate file, but available to government agencies,
upon request of a party. Filing an agreement after termination of the
interference will not abrogate a decision contrary to the agreement
unless a showing of good cause is filed within six months subsequent
to the termination. Any discretionary action by the Commissioner
is reviewable with regard to interference proceedings.
Upon resolving all issues in favor of the applicant, a patent
is issued to the patentee, his heirs, or assigns for a term of 17 years.' 7
After payment of the necessary fees and issuance of title, the holder
has the right to exclude others from making, using or selling the
invention throughout the United States. The patent becomes dedicated to the public after the term expires. The government-grantor
apparently employs the philosophy that the patentee is entitled
to a monopoly for this period in return for fully disclosing his discovery for the benefit of mankind.
Situations may arise whereby a patent is defective. The defect
can be cured by a patent reissue, providing the error was not deceptive.' Patents are deemed defective, and subject to reissue when
the patent is wholly or partly inoperative or invalid by reason of a
defective drawing or specification, or by reason of the patentee
claiming more or less than that to which he was entitled. Upon
'5 35 U.S.C. §
18 35 U.S.C. §
17 35 U.S.C. §
18 35 U.S.C. §

121.

135.
154.
251.
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reissue of a defective patent, all claims of the new and amended
application are valid for the unexpired term of the original patent.
No new matter is allowed to be introduced into the application
for reissue. The reissued patent will not be granted for enlargement
of the scope of the claims of the original patent unless applied for
within two years from the date of grant of the original patent.
The holder of the title to Letters Patent of the United States
owns personal property. Patents are freely assignable in law by an
instrument in writing. The assignment pertains to the patent application or any interest in the patent. The patentee, his assigns, or his
legal representatives may grant and convey an exclusive right under
the patent for the whole or a specific part of the United States. Any
assignment is void as to any subsequent purchaser or mortgagee
for valuable consideration, without notice, unless it is recorded in the
Patent Office within three months from its date or prior to the date
of such subsequent purchase or mortgage. 19 Patents may be held in
joint ownership and in the absence of any agreement to the contrary,
each of the joint owners of the patent may make, use, or sell the
patent without consent of the other owners and without an accounting thereto.2 °
Patent infringement is appropriately contemplated and protected by rather extensive statutory coverage. 2 ' A patent infringer
is anyone who makes, uses or sells any patent invention, without
authority, in the United States, during the term of the patent. The
infringer need not specifically act himself; infringement can easily
be found by the inducement of another to do the act. Such inducement is known as contributory infringement.2 2 A contributory infringer is anyone who sells a component of a patented machine,
manufacture, combination or composition, or a material or apparatus
for use in practicing a patented process, constituting a material part
of the invention, knowing the same to be especially made or especially adapted for use in an infringement of such patent, and not
a staple article or commodity of commerce suitable for substantial
noninfringing use.2 3 The act must constitute a direct or contributory
infringement of a valid patent.24 It has been held that unless there
is a direct infringement, there is nothing to contribute to, and con19 35 U.S.C. § 261.
- 35 U.S.C. § 262.
21 35 U.S.C. § 271.

- 35 U.S.C. § 271(b).
23 35 U.S.C. § 271(c).
24 Irvin v. Buick Motor Co., 88 F. 2d 947 (8th Cir. 1937), cert. denied, 301 U.S. 702

'(1937). The unauthorized use of an invalid patent is not an infringement. Hyster Co.
v. Hunt Foods, Inc., 263 F.2d 130 (7th Cir. 1959) ; The Diversey Corp. v. Charles

Pfizer & Co., 255 F.2d 60 (7th Cir. 1958) ; Simmons Co. v. A. Brandwein & Co., 250
F.2d 440 (7th Cir. 1957); Cummings v. Moore, 202 F.2d 145 (10th

Cir. 1953).
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sequently, no contributory infringement. 25 The legal owner of a
patent will not be denied relief for infringement or contributory
infringement to his patent nor will he be deemed guilty of misuse
or illegal extension of the patent right by virtue of his having done
one or more of the following:
(1) derived revenue from acts which if performed by another
without his consent would constitute contributory infringement of the patent;
(2) licensed or authorized another to perform acts which if
performed without his consent would constitute contributory infringement of the patent;
(3) sought to enforce his patent 2 rights
against infringement
6
or contributory infringement.
Case law is replete with infringement suits and has been epitomized in a number of rather famous cases. 2 7 There is no such thing
as an infringement or contributory infringement made in good faith
or where the infringer was unaware of the infringement. About the
only defenses allowable for contributory infringement are those
where the parts furnished by an infringer for use in a patent can be
adapted to other lawful uses in addition to the infringing uses, or
where the parts furnished are perishable, or used for legitimate purposes of repair, or where the patent is being used to protect an unpatented part or material from competition.28
An infringement of a patent may result upon substitution of
similar compounds, steps, or ingredients in a patent, sufficient to
invoke the doctrine of equivalents.29 The essence of this doctrine
is that one may not perpetrate a fraud on a patent. A patentee may
invoke the doctrine to proceed against the producer of a device, if
said device performs substantially the same function in substantially
the same way to obtain the same result. If two devices do the same
thing in substantially the same way, and accomplish substantially
the same result, they are the same, even though they differ in name,
shape, or form.
A defense to an infringement suit is the so-called "file wrapper
estoppel." 8' This is a type of estoppel which purports to hold the
Frommberg, Inc. v. Thornhill, 315 F.2d 407 (5th Cir. 1963); Angel Research, Inc.
v. Photo-Engravers Research, 223 F. Supp. 673 (N.D. I11.
1962); Trico Products
Corp. v. Delman Co., 199 F. Supp. 231 (S.D. Iowa 1961); Chicopee Mfg. Corp. v.
Columbus Fiber Mills Co., 165 F. Supp. 307 (M.D. Ga. 1958).
26 35 U.S.C. § 271(d).
25

2

v. Duplicator Mfg. Co., 263 U.S. 100 (1923); Peters & Russell, Inc. v.
Dorfman, 188 F.2d 711 '(7th Cir. 1951); Universal Oil Products Co. v. Globe Oil
& Refining Co., 137 F.2d 3 (7th Cir. 1943), a/I'd, 322 U.S. 471 (1944) ; Laskowitz
v. Marie Designer, Inc., 119 F. Supp. 541 (S.D. Cal. 1954); Kraft Foods Co. v.
Walther Dairy Products, 118 F. Supp. 1 (W.D. Wis. 1954).
28 Freedman v. Friedman, 242 F.2d 364 (4th Cir. 1957).
29 Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605 (1950).
3
t Lewis v. Avco Mfg. Corp., 228 F.2d 919 (7th Cir. 1956) ; Keith v. Charles E. Hires
Co., 116 F.2d 46 (2d Cir. 1940).
7Heyer
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patentee to all statements, amendments and rejections in the history
of the case file. For example, a patentee cannot draft an amendment narrowing a claim to obtain allowance and later broaden the
construction of his narrowed claim to invoke an infringement action."'
There is a well known and consistently observed rule of patent construction, stating that a claim in a patent as allowed must be read
and interpreted with reference to claims that have been cancelled or
rejected, and the claims allowed cannot by construction be read to
cover what was eliminated from the patent.8 2 Once the patentee has
agreed to cancellation or narrowing of a claim he cannot resort to
the doctrine of equivalents to recoup the loss and invoke infringement. The Supreme Court, in considering the issue of whether the
doctrine of file wrapper estoppel supersedes the doctrine of equivalents in Exhibit Supply Co. v. Ace Patents Corp., stated:
Whatever may be the appropriate scope and application of the doctrine of equivalents, where a claim is allowed without a restrictive
amendment, it has long been settled that recourse may not be had to
that doctrine to83recapture claims which the patentee has surrendered
by amendment.
In order to succeed in an infringement action, the patentee must
overcome a number of other defenses available to an alleged infringer. 4 In one noteworthy case,"3 the defendant claimed the defense of double patenting, in addition to anticipation, indefiniteness
in claims, non-invention, and non-infringement. Double patenting
arises when the patentee receives two patents for claims that substantially state the same thing in an invention. It is well settled that
a patentee may receive two patents for a single disclosure - one for
the method and the other for the apparatus, the former often referred to as merely functionality of a machine. 6 Double patenting
only occurs when claims of two patents issued to one applicant are
identical.3 7 The patentee may then seek a remedy when either of
his patents are infringed in double patenting. The defense of different mode of operation is often employed to avoid infringement. 8
3' Falkenberg v. Golding, 195 F.2d 482 (7th Cir. 1952).
32

Schriber-Schroth Co. v. Cleveland Trust Co., 311 U.S. 211 (1940), amended in 312
U.S. 654 (1941).

315 U.S. 126, 136 (1942).
34 See, e.g., Union Carbide & Carbon Corp. v. Stuart Laboratories, Inc., 194 F.2d 823
(3d Cir. 1952) (failure to make full disclosure) ; Vitamin Technologists, Inc. v.
Wisconsin Alumni Research Foundation, 146 F.2d 941 (9th Cir. 1944), cerl. denied,
325 U.S. 876, rehearingdenied, 326 U.S. 804 (1945) (improper use); John Waldron
Corp. v. Equitable Paper Bag Co., 106 F.2d 724 (3d Cir. 1939) (different mode of
operation) ; General Tire & Rubber Co. v. Fisk Rubber Corp., 104 F.2d 740 (6th
Cir. 1939) (double patenting); Waterbury Buckle Co. v. G.E. Prentice Mfg. Co.,
294 F. 930 (D. Conn. 1923).
35 General Tire & Rubber Co. v. Fisk Rubber Corp., 104 F.2d 740 '(6th Cir. 1939).
The court disallowed all of these defenses.
36 Hartford-Empire Co. v. Obear-Nester Glass Co., 71 F.2d 539 (8th Cir. 1934).
33

37

Scharf v. Weinfeld & Kahn, 31 F. Supp. 689 (S.D.N.Y. 1940).

38 See cases cited note 34 supra.
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Thus, if an applicant achieves the same result as found in an issued
patent through a different scheme of operation, then non-infringement might be determined. Mr. Justice Day has stated:
If the device of the respondents shows a substantially different
mode of operation, even though the result of the operation of the
machine remains the same, infringement is avoided.39
The defendant may overcome an infringement suit by the "omission of an element" defense. If two devices perform the same function, but the alleged patent causing infringement contains an element lacking in the prior patent, then there is no infringement. When
the accused structure omits an essential element of a patent, without
the substitution of an equivalent, operating substantially in the same
40
way to achieve practically the same result, there is no infringement.
The patentee must always make a full disclosure, 41 or the infringer
may plead that the patentee filed a description and specification
42
which contained less than the whole truth relative to the invention.
The patentee need only disclose those details to effect invention
known to him at the time of application for the patent. The law is
quite clear that an addition to a patented process does not avert
infringement, even where the addition amounts to an improvement:
A limited use of terms of effect or result, which accurately
define the essential qualities of a product to one skilled in the art,
may in some instances be permissable and even desirable, but a
characteristic essential to novelty may not be distinguished from the
old art solely 43by its tendency to remedy the problems in the art met
by the patent.
Infringement will be found, if the patent is used without authorization, even when the infringer improves the art over and above
that disclosed by the patentee. The defense of improper use or antici44
pation is often cited as a desirable means to obviate an infringement.
In effect, if A is practicing a process prior in time to issuance of a
patent to B for that process, then A is not an infringer even though
A is not aware of the technicalities of that process. There is a well
established principle in patent law that if a process is disclosed in a
prior art, a patent whose validity is attacked is anticipated even
though the prior patent failed to state and the inventor did not know
that his invention brought the process into operation. The principle
is clearly enunciated in the Vitamin Technologists, Inc. case:
We refuse to entertain the absurd proposition that because the
farmer and copra grower did not know the photo chemical process
involved in their immemorial practice, they may be enjoined as

infringers.
39 Cimiotti Unhairing Co. v. American Fur Ref. Co., 198 U.S. 399, 414 (1905).
40 Kay Patents Corp. v. Martin Supply Co., 202 F.2d 47 (4th Cir. 1953).
41 See cases cited note 34 supra.
42 35 U.S.C. § 282.
43
General Electric Co. v. Wabash Appliance Corp., 304 U.S. 364, 371-72 (1938).
44
See cases cited note 34 supra.
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Assuming that Dr. Steenbock discovered, as he claims, that the
sun's rays coming from millions of miles away could irradiate foods
with vitamin D and that this was the reason, unknown to them,
why farmers and coconut growers regarded their sun-cured hays
and sun-dried copra were good foods, 45such a discovery does not

entitle him to a patent on their processes.
The patentee has his remedy by civil action whenever his valid
patent is infringed.46 Every patent issued by the United States is
presumed to be valid until proven invalid. Each claim in the patent,
whether in independent form or dependent form, shall be presumed
valid independently of the validity of other claims; dependent claims
shall be presumed valid even though dependent upon an invalid
claim. The burden of establishing invalidity of a patent or any claim
47
thereof rests on the party asserting it.
Injunctive relief is not uncommon in patent litigation as permitted by statute. Several courts possess concurrent jurisdiction to
grant injunctions, in accordance with the principles of equity, to prevent a violation of any patent right.48
The successful litigant patentee may be awarded damages adequate to compensate him for the infringement, but in no event shall
the award be less than the reasonable royalty due the patentee as a
result of the infringer's use, plus interest and court costs. The court
may award treble damages in the event damages are found or not
found by a jury. In the assessment of damages or in the determination of what constitutes a reasonable royalty, the court may receive
expert testimony. 49 In very exceptional cases the court may also
award reasonable attorney's fees to the prevailing party. "° The statute of limitations to preclude waiver for infringement suits is six
years from the date of filing of the complaint or counterclaim."
B. Contrast of U.S. Patent Laws to Laws of Other Countries
In some instances the patent laws of other countries are in substantial compliance with U.S. patent laws; in other instances a nuance
is observed or there is a marked dissimilarity. The following is an
extraction of the patent laws of various countries to demonstrate
some differences and similarities.52
In Brazil, a patent is valid for 15 years. Medical and chemical
processes are patentable. Compulsory licensing is possible within
2 years after grant, if adequately worked. Revocation, if not worked,
45 146 F.2d at 948. See cases cited note 34 supra.
46 35 U.S.C. § 281.
47 35 U.S.C. § 282.
48 35 U.S.C. § 283.

o 35 U.S.C. § 284.
50 35 U.S.C. § 285.
51 35 U.S.C. § 286.
52 See Lightman & Lee, supra note 1, at 5, 6, 9.
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is possible within a 3-year period. Importation does not constitute
work.
In France patents are valid for 20 years. No novelty examination is required. Special legislation applies to patenting of pharmaceutical products.
German (Federal Republic) patents are valid for 18 years. A
novelty examination is required and compulsory licensing may be
imposed any time. Patenting in the United States constitutes working in Germany.
A patent in the United Arab Republic is valid for 15 years and
renewable for 5 years. No novelty examination is required. Revocation is possible 2 years after the first compulsory license.
United Kingdom inventions are valid for 16 years and renewable for 5 or 10 years where inadequately remunerated. Substances
of food or medicine which are mixtures of known ingredients are
not patentable. Certain newly-independent members of the British
Commonwealth are in the process of developing and promulgating
their own national patent codes. In the meantime, they continue to
use pre-independence procedures and facilities in providing patent
protection within their respective territories. These countries include
Cyprus, Ghana, Kenya, Malaysia, Singapore, Sarawak, Nigeria, Sierra
Leone and Uganda. Hong Kong conforms to these regulations, but
has instituted their own peculiar exceptions. Generally speaking, in
these countries the only patent protection available is by means of
the registration of a United Kingdom patent which must take place
within 3 years of the original British grant.
In Venezuela, invention and improvement patents are valid up
to 10 years after the grant; revalidation patents (based on prior
foreign filing) are coterminous with the basic patent for 10 years,
while introduction patents are granted for 5 years, but do not protect imports. Chemical products are not patentable. Exploitation in
Venezuela in lieu of manufacture constitutes working for invention,
improvement and revalidation patents. Patent registration must be
marked on the product. Though not a member of the Paris Union,
Venezuela grants a 1-year priority right on foreign patents.
In India, patent validity extends to 16 years. Prior public knowledge or use in India is prejudicial. Food, medical or chemical products are subject to compulsory licensing at any time regardless of
working. Reciprocal priority rights are granted on basis of applications filed in certain Commonwealth countries, but India is not a
member of the Paris Union.
The extreme variations in the patent laws of many countries
require careful consideration of the inventor or assignee to comply
carefully with the laws in order to avoid litigation. In essence, this
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demands the acquisition of native counsel, familiar with the patent
laws in his country.
II. SELECTION OF PATENT USE

The predicates upon which patent monopolies are granted to
natives, in contrast to foreigners, are different. When a patent is
granted to a national, the economic assumption derives from the
premise that the monopoly is essential to the stimulation of invention and investment. The stimulation afforded by the grant should
contribute more to the well-being of the nation than the inherent
cost of the monopoly to the grantor. Thus, different products, even
competing with each other for the same end use, may tend to encourage competition through the creation of new competitive products. Different motivations are involved in grants to foreigners. A
patent grant from a sovereign to a foreigner must be weighed against
the factors that might militate against or encourage sociological,
political, and economic implications. Specifically, should the granting country allow a patent to a foreigner which stimulates its own
industrial growth even though the grantor and grantee may be from
not-so-friendly nations? Factors related to these considerations no
doubt influence the decision of the grantor. These considerations,
coupled with treaties or conventions that might be enforced, are
conducive to and exemplify the rationale inducing a country to establish different standards for foreigners and nationals applying for
patent protection.
Upon issue of a foreign patent, the patentee may exercise his
vested right by various alternatives. It may be satisfactory to manufacture the protected product in his own country, where sufficient
facilities and labor force are established, and to export the product
to the foreign market where patent protection was acquired. Licensing of the patent right, either exclusively or nonexclusively, is another
well-known means of exploitation. Cross-licensing is another alternative, though its effect may be an antitrust interdiction, producing
leverage in a foreign market whereby each patentee gains access to
the patent rights of each other in his home territory.
A. Exporting Patentee'sProducts
Peculiar patent laws of a country may preclude importation as
a working and the patent may become revoked. It seems apparent
that public policy is an issue which some laws contemplate. Though
products imported may provide commodities essential to the stability
of underdeveloped or undersupplied countries, patent laws may
tacitly have been effectuated to develop the technological know-how
of an underdeveloped country. Therefore, the patent must actually
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be worked by physical means in a country to stimulate growth, importation not constituting a working. The patent laws then, may
inhere more to development of the national than the foreigner. If the
granting country is not underdeveloped, its laws may proscribe imports so as not to dilute the markets of similar products produced
by its own citizens.
One reason for disinterest in exportation by Americans is the
Webb-Pomerene Act,58 once a protection against the antitrust laws,
now of questionable application.54 In 1949, United States v. United
States Alkali Export Association clearly established that international
cartels fall within the law." It is also possible that conspiracy-type
5
behavior by certain export trade associations could easily be reached. 1
American companies have considered a joint venture with a foreign
company as one possible way to obviate the exportation difficulties.
In effect, a joint venture serves the purpose of giving a foreigner
the status of a quasi-national in the country of interest. Though
these types of business nuptials may seem desirable, there are some
exceedingly complex problems present.
B. Licensing Arrangements
The obvious use of a license to the patentee is the situation
wherein the granting country prohibits importation of products or
imposes quantitative restrictions. However, licensing to a foreigner
is fraught with many potential hazards. The most important consideration is the reliability and trustworthiness of the potential licensee. The licensee must have the financial capability to meet the
patentee's royalty requirements. It must be understood that the licensee will not violate any contractual provisions of the license, will
limit the use only to the manufacture and sale in a definite area, and
will avoid any possible industrial piracy with respect to property.
Thus, the licensee should be prohibited from usurping the patentee's
good will and know-how, and prevented from sublicensing to others.
An excellent summary has been given for the criteria requisite to
consideration of a license grant:
In summary, a successful industrial property licensing program
calls for a careful business survey of the market in which the
licensees will operate and the abilities and prospects of the licensees, a royalty compensation formula based on equity and on the real-

ities of the situation, the taking of maximum precautions for the protection of the licensed industrial property, a careful statement of
the nature, scope and duration of the license and of the specific
Export Trade Act of 1918, 15 U.S.C. §§ 61-65 (1964).
Timberg, Foreign Licensing Programs: Their Planning and Formulation, 35 U.M.K.
C.L. REv. 2 (1967).
55 86 F. Supp. 59 (S.D.N.Y. 1949).
5
6United States v. Minnesota Mining & Mfg. Co., 92 F. Supp. 947 (D. Mass. 1950).
57 See Mr. Ross' treatment of this subject elsewhere in this symposium.
5
54
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obligations of the licensee and licensor (both as respects the performance and the breach, voluntary or involuntary, of the license
agreement), informed and relevant insights into the operation of
the national legal system involved in the agreement, and clear but
not necessarily over-detailed draftsmanship.5 8
The advantage or disadvantage of a license grant must, by
necessity, be predicated upon many factors: the cost advantage, the
quantitative restrictions upon imports which may be imposed by
tariff laws, the provision in some patent laws that an import is a

nonworking, and the worthiness of the licensee.
C. Cross-LicensingAgreements
The express purpose of cross-licensing is that monopoly rights

are reshuffled to preclude the rights of one competitor in another's
area, notwithstanding the monopoly. Another motivation for this
type of licensing is that certain industries may have a monopoly on
only a phase of the process or a lack of product patents. The arrangement permits cross-fertilization among the various patentees and is

construed as "healthy" in the fostering of competition.
On the other hand the effects have not always been considered
to be so benign and constructive. Such agreements have been thought
to divide world markets in conflict with the antitrust laws. These
undesirable results have been found in a number of product industries, such as acetic acid, activated carbon, alkalis, detergents, aluminum, sulfur, resins, optical goods, radio equipment, rubber and the
like. Most cases involve some division of markets within Western
Europe: a separation of the German from the French market, the
Italian from the German market, or some other compartmentalization. Typically, the British market has been separated from the
Continent, and North America from the markets of the Eastern
Hemisphere. 9 This separation, in effect, places an undue burden
on the underdeveloped countries because they are subjected to the
bargaining power of the limited producers with monopolies.
It is clear that cross-licensing will not be permitted at the expense of division of world-trade. In the Imperial Chemical Industries
case, the court said:
These agreements, irrespective of their per se legality, were instruments designed and intended to accomplish the worldwide allocation of markets; their object was to achieve an unlawful purpose
an illegal restraint of trade prohibited by Section 1 of the
Sherman Act. The agreements are unlawful because they provided
a means for the accomplishment of this purpose and objective.
We have also found that these agreements did, in operation, result
in restraints of United States trade. 60
58
59

See Timberg, supra note 54, at 15.

E. GOLDSTEIN, PATENT, TRADEMARK AND COPYRIGHT LAW 679 (1959).
6OUnited States v. Imperial Chemical Industries, 100 F. Supp. 504, 592 (S.D.N.Y.
1951).
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Similarly, territorial allocation and trade suppression was interdicted in the National Lead case" 1 and the Carboloy case. 2 For a
more elaborate discussion of these proscribed acts, the reader is referred elsewhere. 63
The opportunities to use a foreign granted patent are not without difficulties. Import-export trade laws may severely limit the
use to a per se export attempt and certain types of cross-licensing
may place the wrongdoer in the hands of the antitrust laws. The
most sacrosanct use, if one as such exists, would be the development
of the process or product locally or the use of a simple license.

III.

TREATIES AND CONVENTIONS

The international patent system is basically composed of about
five different elements: (1) the International Convention for the
Protection of Industrial Property (Paris Convention of 1883), (2)
the Inter-American Convention of 1910, (3) national patent laws
of the sovereign states, (4) international treaties involving patents
as subject matter, and (5) those practices which use foreign patents
in international trade and investment. Without reservation or qualification, the Paris Convention has had the most pronounced effect
on patents in world trade and international development.
A. The Paris Convention
The convention was held in Paris in March 1883. The articles
were amended and proclaimed14 by the United States and 78 other
countries in 1931. The Convention reassembled in 1934 and 1957
without significant amendment.
The major achievement of the agreement was the recognition
of the principle of reciprocity among the signatories. 5 A number of
61 United States v. National Lead Co., 63 F. Supp. 513, 523-24 (S.D.N.Y. 1945).
62
United States v. General Electric Co., 80 F. Supp. 989, 1009 '(S.D.N.Y. 1948).
63Timken Roller Bearing Co. v. United States, 341 U.S. 593 (1951) ; see REPORT OF
THE ATTORNEY GENERAL'S

NATIONAL

COMMITTEE TO STUDY THE ANTITRUST

31, 1955).
Stat. 1789 (1931-1933), T.S. No. 834 (proclaimed Mar. 6, 1931).

LAWs'(Mar.
647

Id.:

Article 1. The contracting countries constitute themselves into a union for
the protection of industrial property....
Industrial property . . . in the broadest meaning . . . is to be applied
not only to industry and commerce . . . but likewise to agricultural industries . . . and extractive industries (minerals, mineral waters, etc.).
The term "patents" includes the various types of industrial patents
granted by the laws of the contracting countries such as patents of importation, improvement patents, patents and certificates of addition, etc.
Article 2. Nationals of each of the contracting countries shall, in all other
countries of the Union, as regards the protection of industrial property,
enjoy the advantages that their respective laws now grant, or may hereafter
grant, to their own nationals, without any prejudice of the rights specially
provided by the present convention. Consequently they shall have the same
protection as the latter, and the same legal remedy against any infringement
of their rights, provided they observe the conditions and formalities imposed
on subjects or citizens.
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other points are worthy of mention.6 Any signatory who has filed
an application in any signatory country and who is entitled to the
Convention's protection has a period of 1 year in which to apply for
patent protection in any other convention jurisdiction. In the absence
of such a priority provision, the inventor of a process or product in
country A, having duly made a patent application in his own country,
might well find that country B is unwilling to consider him entitled
to claim a patent in that country. Country B might insist, for instance, that the first introducer of the invention into its territory
was the eligible patentee, or it might insist that no patent was issuable
at all if the invention was already being publicly practiced in countryA.
The convention even goes further in protecting the patentee's
priority. Once a patent is granted on the basis of priority provisions,
the subsequent invalidation of the patent by the original granting
nation will not of itself affect the validity of patents granted elsewhere on the same invention. The thrust of such an argument would
have powerful significance if the granting country rejected the patent
on grounds of junior priority or where the subject matter may lack
in inventiveness.
Compulsory licensing has also been regulated by the Convention to the extent that the grantors cannot necessarily reward their
favorite citizens to stimulate domestic development. Most of the
restraint is imposed upon the "working" provisions. This provision
prohibits the cancellation of a patent when the action is based simply
on the fact that the relevant product had been imported into the
jurisdiction. The convention prevents its signatories from taking
any steps to compel "working" in the first 3 years after the issue.
Also, the convention binds its signatories to resort initially to compulsory licensing at reasonable royalties as a remedy under the "working" provisions or for any other patent abuse under the national's
laws, rather than to cancellation of the grant.
The convention confers on the patentee the right to use the
foreign patent in international trade and investment. A foreign
patentee thus acquires a monopoly in an area far beyond the locus
of his operation. The effect of the foreign patent is that the patentee
who grants a license for a use is less likely to create direct and immediate competition for his own production than would be the case for
patent licenses in his local territory.
The Paris Convention, though 84 years old, has achieved a high
degree of satisfaction and workability in world trade, and no doubt
66

SUBCOMM. ON PATENTS, TRADEMARKS, AND COPYRIGHTS OF THE SENATE COMM.
ON THE JUDICIARY, 85TH CONG., 1ST SESS., THE INTERNATIONAL PATENT SYSTEM

AND FOREIGN POLICY 1-4, 6-12 (Comm. Print 1957).
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has contributed significantly to the aid of underdeveloped countries.
The Inter-American Convention of 1910 has encouraged the
development of international relations between many of the nonsignitories in Latin America and the United States along similar guide
lines as the Paris Convention.
B. The Common Market Patent
Even with benefits of the Paris Convention, the patentee must
be confronted with a new application in every country. The design
of the common market patent has some desirable characteristics because, if successful, the patentee receives six patents for one, theretofore unachievable.
The "Kennedy round" has been regarded by many as a crucial
corollary to the Common Market. Formally known as the European
Economic Community or EEC, the Common Market was established
by the Treaty of Rome in 1957, with France, West Germany, Italy,
the Netherlands, Belgium, and Luxembourg as members. The United
States speculated that the EEC could become a great vehicle for
liberalizing world trade, or it could become an engine of protectionism. To cope with the protectionism doctrine, President Kennedy gave first legislative priority to what became the Trade Expansion Act of 1962. This was a bold, new approach, designed to pierce
the Common Market tariff barrier which the EEC nations planned
in order to compel concessions by the United States and others. This
approach which became known as the Kennedy round, was that, as
a customs union, the six countries would progressively lower the
tariffs against each other to zero. This would expand trade by promoting greater efficiency, competition and economic rationalization.
Expanded trade and more efficient industry would mean increased
income. Increased income would produce a larger and more diversified market for American exports. This was the risk the Kennedy
round was willing to take to compete with the veil around the six.67
Whether or not this will ever come into fruition is not readily predictable. The Common Market patent may remain the mere suggestion it is at present.
The Common Market patent should inure to the benefit of
underdeveloped countries. At the present time, Africa and Latin
America have a limited supply of educated manpower. Thus, educated people must be employed as teachers, engineers, physicians,
and the like. Countries in these areas cannot devote the numbers
required to competently man a patent office. Hence, a Common
Market of Africa, for example, is a sensible solution, developing
6 Porter, U.S. to Learn EEC Effect Soon, The Denver Post, May 8, 1967, at 30, col. 4.
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the countries by technology and helping that development through
patent interchange.
Some of the problems the potential patentee now faces would
be avoided by the Common Market patent. This elimination would
not necessarily make the patentee immutable to patent laws, but
would tend to reduce infringement suits. Only those points significant to this discussion will be pointed out with respect to the requirements for a Common Market patent: 8
(1) A novelty search, preferably made by the International Patent Institute at the Hague, will precede any grant (art. 78).
(2) The grant will be accomplished in two stages:
(a) a provisional grant after a successful novelty search;
(b) then the definite patent upon application to European
Patent Office.
(3) If a definite patent is not applied for after the provisional
grant, patents will lapse in 5 years.
(4) The subject matter must be sufficient to obtain a grant;
trivial new matter will not be patentable.
(5) Invalidity of a patent cannot be pleaded in an infringement
suit, but must be brought before a Special Department of
the Common Patent Office with appeals to an International
Court; this provision will aid in comity considerations and
res judicata for judgments.
(6) Infringement suits will be tried in national courts, wherein
lie difficulties:
(a) all litigants will use substantive common law;
(b) nationals may use their own procedural rules as to
Statute of Frauds, statute of limitations and damages.
(7) The common patent constitutes an indivisible property right
and cannot be assigned by one country only.
(8) Adequate provisions are made for all types of licensing.
The major problem with the common patent is in determining
rights of nonmembers of the EEC. Important questions to be answered are (1) will the non-EEC patentee have access to a common
patent; (2) what conflicts are precipitated if rights are denied nonmembers of the EEC; and (3) what rights are in conflict if EEC
members also are signatories to the Paris Convention? It seems certain that the EEC will regulate the rights of nonmembers.6 9 However, this right to regulate must not be in conflict with the Paris
Convention. It would seem a matter of propriety that even if the
6 See G. OUDEMANS, THE DRAFT EUROPEAN PATENT CONVENTION (1963).
69

Weiser, The European Common Market Patent Convention: The Right to Apply for
a Common Market Patent, 6 IDEA 317 (1962).
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patentee cannot obtain a Common Market patent, he could still
achieve this end by separate application under the articles of the
Paris Convention. The most significant advantage of a common
patent is that the laws will have some uniformity and the patentee
will have an easier time to determine his rights. Thus, the term of
the patent and its scope (subject matter) will be uniform throughout the countries involved.
C. Treatiesin General
The United States and her citizens do a significant amount of
business with countries which are not signatories to any multilateral
treaty. Bilateral agreements achieve a similar result, but may not
possess the force and effect of multilateral agreements. In essence,
many of these bilateral treaties are set up for political reasons, but
sociological and economic benefits are often included to establish
good will and promote better trade relations. One of the incidents
of these treaties is often the grant of foreign patents to U.S. patentees.
D. InternationalPatent System - A Possibility?
To date there is no unified approach to an international patent
system. The source of all international relationships is the Paris
Union of 1883. A similar arrangement exists with certain Latin
American countries. However, with those countries that are nonmembers of any international agreements, a working agreement
often exists in terms of the "reciprocity principle" through various
types of treaties. For the specific types of treaties and their effects
on international transactions, various sources of reference should be
consulted.70 Attempts to give one a patent valid in at least six
countries have, at least in fact, been seriously contemplated by the
common market countries. 71 Though no one situation covers all the
prescriptions and proscriptions of international patent law, industrial property is at least qualifiedly protected, but by laws displaying
many variations on the theme. Thus, the specific arrangement that
a national of one country has with another should be the primary
source of consultation in connection with the initiation of a patent
application.
0

7 R.

WILSON,
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(1960) ; Bayitch, Conflict Law in United States Treaties, 8 MIAMI L.Q. 501 (1954).
With respect to the effects of treaties on private international law, see Nadelmann,
Ignored State Interests: The Federal Government and InternationalEfforts to Unify
Rules of Private Law, 102 U. PA. L. REv. 323 (1954). The significance of various
multilateral treaties and the Hague Conference on International Private Law is discussed in 1 E. RABEL, THE CONFLICT OF LAws: A COMPARATIvE STUDY (2d ed.

Drobnig 1958). See also 5 AM. J. CoMp. L. 650 (1956), and Nadelmann, The
Hague Conference on Private International Law- Ninth Session, 9 AM. J. COMP.
L. 583 (1960).
71 G. OUDEMANS, supra note 68.
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In mid-October 1967 delegates from 22 major countries - including the United States, Great Britain, France, West Germany,
Japan and the Soviet Union (which countries account for 80% of
the world's patent applications) -met at Geneva, Switzerland, and
reached preliminary agreement on some long overdue patent reforms." The first draft of an international treaty was accomplished
by a committee of patent experts of the Patent Cooperation Treaty
(PCT) from a working group of the United International Bureau
for the Protection of Intellectual Property (BIRPI) .73
At the present time there are basically three patent systems: the
French, the German or American, and the Dutch. Each system provides its peculiar advantages and disadvantages. The French system,
without a novelty or priority examination, leads to rapid granting of
a patent but affords no security to the patentee. The American system
gives security but requires long delays. The Dutch system is a socalled deferred examination system and has been used since January
1, 1964. West Germany deems the deferred examination system
desirable and hopefully will adopt it.74 This system would no doubt
improve the long delays required in examination now experienced
(e.g., 21/2 years for a patent to issue in the United States, 5 years in
Germany, and 7 years in Japan). The deferred examination system
works as follows: an application is filed for a novelty search or an
examination; the requests could be filed at the same time as the
application but no later than 7 years from the date of the original
application; the application would be disclosed 18 months after the
date of priority (date of application), regardless of the state of the
procedure.
The Geneva meeting was in essence a revival of the Paris Convention, but a much more pragmatic goal was sought. If the proposal
becomes reality, an applicant would file, through his national office,
an international application with BIRPI. A worldwide search would
be initiated, either by a national patent office or an international
patent institute. If the search is favorable, the applicant could request
a full examination and an international certificate of patentability.
The most significant changes recommended in the PCT at the
convention were as follows:75
(1) Further simplify the use of the system and reduce its cost.
(2) Concentrate international transactions as much as possible
in individual countries. For example, a U.S. applicant would
work primarily through the U.S. Patent Office.
72

TIME, Oct. 20, 1967, at 92.
CHEMICAL & ENG. NEWS, June 12, 1967, at 37.
74Id., June 19, 1967, at 15.
15 1d., Oct. 16, 1967, at 15.
7
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(3) Give maximum freedom to each country to retain its present concepts and laws. In its current form the treaty would
require the United States to switch from the "first-toinvent" to the controversial "first-to-file" system, which
was eliminated at the convention.
(4) The treaty also calls for publishing applications within
18 months from the date of filing, which left a sour taste
in the mouths of U.S. industry.
Thus, a single multilingual international patent application may
yet become a reality. The treaty must yet be drafted in final form and
approved by the Geneva delegates, then submitted to all 79 Paris
pact signatories for ratification. With only conservative success, the
plan may be in force by 1970.
IV.

PROSECUTION OF A VIOLATED PATENT RIGHT

A. Partiesto a Suit
If a licensee defaults or a patent becomes infringed, the problems usually created fall into one of two classes: actions either between nationals and foreigners, or between foreigners from the same
country doing business in another country. The types of situations
arising in any patent proceeding must, by their nature, demand consideration of the effects of extraterritoriality, act of state, effect of
the judgment, res judicata, and antitrust laws.
1. Foreigner v. National
Consider the problem created when a foreign patentee has
licensed his patent to 50 different nationals in different areas of the
same country. A situation could arise wherein each of the nationals
sublicenses, without authority, to another national, in breach of the
license contract. If a large segment of the nation's economy has been
dependent on this operation, a major problem may arise if the patentee revokes all licenses. One possibility is that the national may be
shielded from a suit because the Act of State Doctrine might be
invoked. The Act of State Doctrine is an actual taking of the property, to justify the ends of the State with little, if any, rational reason
given for the act. A nation employing this doctrine could justify the
taking of the property on grounds that poverty might result if the
license of the industry responsible for the wrong was revoked. Thus,
the effect of the Sabbatino case7" may be in point for this situation.
7

'Banco Nacional de Cuba v. Sabbatino, 193 F. Supp. 375 (S.D.N.Y. 1961). In this
case, even though the action could not be justified on grounds of public policy the
the Supreme Court reversed stating "that no compensation was required for expropriation of the sugar," apparently to avoid more severe international political
ramifications.
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Undoubtedly, the foreigner would attempt to thrust the laws of his
country upon the violators as an effect of extraterritoriality. However, the United States has been less prone of late to interject its
laws into a foreign jurisdiction, fearing adverse political effects.7 7
It seems certain, however, that a national will be protected and a
foreigner's property expropriated, if the well-being of a country
might be injured. The foreigner, even though he has the protection of
multilateral treaties, is always faced with the international implications which might control the outcome.
2. Citizens of the Same Country Doing Business in a Foreign
Country
The patentee in this situation is normally not confronted with
the problems which result from doing business with a national, or
from infringement of a foreign patent by a national. If a United
States corporation infringes a foreign patent in Germany, how can
the infringer be reached? Should the United States have jurisdiction
or should the country which grants the foreign patent obtain jurisdiction? Obviously, the patentee stands in an advantageous position
because the United States can extend its laws beyond the United
States if a U.S. citizen is involved.7" The rationale is that the United
States can and will protect her citizens. Litigation between citizens
of the same country could be brought in the foreign country on
grounds that the proper venue is the locus of the alleged infringement. The apparent drawbacks, of course, would be the proper choice
of laws and judgment enforcement. Hence, the patentee would profit
by bringing the action in his native country for a number of reasons,
including jurisdiction, choice of laws, and enforcement of the judgment.
B. Remedies
Whenever a patentee has been wronged, there are three possible
routes to litigation. The suit might be litigated in the United States,
it could be litigated abroad, or the device of arbitration might be
employed. What are the problems of the foreign forum? The difference of substantive law questions might be reasonably resolved, but
if the law of the forum controls procedural matters, then the patentee
faces serious obstacles. The availability of witnesses, documentary
evidence, and compulsory process must be considered. In some jurisdictions the unsuccessful litigant is required to pay his adversary's
77 For a thorough discussion of patents and interposition of acts of the state, see Spiro,
Foreign Acts of State and the Conflict of Laws, 16 INT'L & COMP. L.Q. 145 (1967).
78

Skiriotes v. Florida, 313 U.S. 69 (1941). Skiriotes was diving for sponges outside
the three mile limit and the Supreme Court allowed the Florida statute to be
extended.
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attorney's fee. Fees are frequently strictly prescribed by a statutory
schedule and contingent fees are practically unknown. The nonresident plaintiff may be required to post a security deposit for court
costs and attorney's fees. 79 Added delay and inconvenience of various
characteristics of the trial are added detriments.80
1. Litigation Abroad
In trying actions abroad it must be remembered that Americans
are accustomed to common law and many of the European countries
use civil law. Most civil law countries have trial to the court and not
by jury, the court often being comprised of lay judges.
Actions are commenced with filing of the complaint. Civil law
procedure provides for the pleading of evidentiary matter, and the
trial may be interrupted by a hearing. This would preclude admission
of all the evidence at one time. This latter effect, however, is similar
to transactions in the U.S. Customs Court.8 ' Service of process is had
after the complaint is filed and is interpreted as a notice rather than
a basis for jurisdiction."' Jurisdiction usually is in personam - in rem
and quasi-in-rem jurisdiction being virtually unheard of. Jurisdiction
is often established, but by no means uniformly, through a choice of
laws based on the nationality of the defendant (his domicile); the
place of the wrong or where committed (impact rule) ; or the place
of execution or performance of contract. The more modern approaches of weighting of contacts (center of gravity) or "most
substantial connection" theories are usually neglected. Service of process upon American citizens is often achieved through the assistance
of U.S. Consulates, based upon the United States' refusal to invoke
sovereign immunity. However, U.S. courts will refuse assistance of
process, if the foreign process conflicts with the domestic procedure.83
The major problem with a foreign judgment is that a patentee
84
may be unable to effect its enforcement in the United States.
American courts employ local rules in their own jurisdiction. While
rules are not uniform, they do reflect consideration of the general
rules that a judgment, to be enforceable, (1) must be final; (2)
must have gone to the merits; and (3) must be based on competent
jurisdiction. The reciprocity rule is the ground in many jurisdictions,
though judgments are often reviewable on the merits as a matter of
79 Hess, Litigation and Arbitration In International Trade, 72 CASE & COM., Tan.-Feb.

1967, at 34.
8 Rivkin, International Litigation and Arbitration, in A LAWYER'S GUIDE TO INTERNATIONAL BUSINESS TRANSACTIONS 963 (W. Surrey & C. Shaw, eds. 1963).
81 U.S. CusT. CT. R. 3(r), 28 U.S.C. App. (1949).
82

M. KATZ & K. BREWSTER, JR., INTERNATIONAL TRANSACTIONS AND RELATIONS,
468-69 (1960).
83 In re Letters Rogatory Out of First Civil Court of City of Mexico, 261 F. 652
(S.D.N.Y. 1919).
84
28 U.S.C. § 1696'(1964).
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course."s American courts will not grant enforcement to judgments
awarded in courts that do not give a similar reciprocal treatment.
Thus, in Hilton v. Guyot the court said:
[T]here is a distinct and independent ground upon which we are
satisfied that the comity [emphasis added] of our nation does not
require us to give conclusive effect to the judgments of the courts
of France; and that ground is, the want of reciprocity, on the
part of France, as the effect to be given to the judgments of this
and other foreign countries. 86
In those countries granting Americans favorable reciprocal privileges,
a foreign judgment will be enforced.8 7
2. Litigation in the United States
An alternative to a patent suit for an infringment abroad is litigation in the United States. However, jurisdiction over the subject
matter and in personam may be unavailable. Any application of local
law, such as discovery or production of documents may be likewise
unavailable.8 8 One possibility might be the use of the long-arm statutes, if the foreigner is also doing business in the United States.
Hence, if the patentee can show that there was at least a minimum
of contacts between the infringer and the court concerned, then jurisdiction might be established in view of the InternationalShoe case.89
Jurisdiction may be established through the use of foreign consulate
service, but the service may not always be made direct in some
instances.9 0
With respect to a conflicts of law question, problems are found
in the proof of foreign law. Although the United States will not
recognize the laws of uncivilized countries, foreign law, if a proper
choice was made, can be proven through various statutory means. 1
Once the U.S. citizen has obtained a judgment in the United
States, can he enforce it abroad? The reciprocity principle no doubt
will apply, but attacks of the judgment may be made on grounds of
lack of jurisdiction and res judicata. The successful patentee will be
perplexed. In some countries he will be able to collect his judgment,9 2
85Smith, The Enforcement of Foreign Judgments in American Courts, 19 MILITARY
L. REv. 1 (1966).
86 159 U.S. 113, 210 (1895).
87

Ritchie v. McMullen, 159 U.S. 235 (1895) (decided the same day as Hilton v. Guyoi
but with a different result).
88 Rivkin, International Litigation and Arbitration, 34 U.M.K.C.L. REy. 60, 67 (1966).
89 International Shoe Co. v. Washington, 326 U.S. 310 (1945).
90 Miller, International Cooperation in Litigation Between United States and Switzerland: Unilateral ProceduralAccomodation in a Test Tube, 49 MINN. L. REV. 1069,
1076 (1965). Switzerland refused to effectuate the service and invoked sovereign
immunity when service upon their citizens did not come through the country.
91 See UNIFORM JUDICIAL NOTICE OF FOREIGN LAW ACT § 5. See also FED. R. Civ.
P. 44(a).
92
A. NUSSBAUM, AMERICAN-SWISS PRIVATE INTERNATIONAL LAW 52-54 (2d ed. 1958)
(indicating that Switzerland is willing to cooperate fully).
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but it is equally clear that in others the judgment will not be
enforced. 8
The consensus indicates that an infringed patentee or one whose
license agreement has been breached may be in no better position to
litigate in the United States than abroad. Each forum will have its
own difficulties and some of these may be insurmountable.
C. Arbitration - a PossibleSolution
Because of the uncertainty in successful enforcement of a judgment either abroad or in the United States, and because of the most
onerous task of litigating a patent claim, the use of arbitration seems
highly desirable. Many of the problems inherent in the court situation,
e.g., jurisdiction, use of foreign law, conflicts of law choice, enforcement of the judgment, and res judicata, might be obviated by an arbitration clause in the contract. However, if a patent is infringed, this
remedy would not be available, unless tied to some type of a licensing
agreement or an assignment providing for this resource. The application of arbitration could be of paramount importance in patent licensing agreements.
Arbitration is defined as "the submission for determination of
disputed matter to private unofficial persons selected in a manner
provided by law or agreement. ' 9 4 Arbitration agreements impose
several obligations and duties upon the parties. Neither party may
seek aid from a tribunal other than the one agreed upon. No party
may attempt to interfere with the proceeding, set aside the award, or
resist its enforcement. Once the parties select arbitrators and an award
is made, the judgment is final. Res judicata is presumed, and the
judgment must be honored.9" The agreement to arbitrate may be
effectuated by (1) direct specific enforcement (an order to arbitrate); (2) collateral enforcement (appointment of arbitrators by
93The Netherlands will not give effect to a foreign judgment notwithstanding the
propriety of the reciprocity principle.
94 BLACK'S LAW DiCTIONARY 134-35 (4th ed. 1951):
Compulsory arbitration is that which occurs when the consent of one
of the parties is enforced by statutory provisions....
Voluntary arbitration is by mutual and free consent of the parties.
The submission is an agreement by which parties agree to submit their
differences to the decision of a referee or arbitrators. It is sometimes termed
a reference. . . . In a wide sense, "arbitration" may embrace the whole
method of thus settling controversies, and include all the various steps. But
in a more strict use, the term denotes only the submission and hearing, the
decision being separately spoken of, and called an "award." An award is
the judgment or decision of arbitrators or referees on a matter submitted
to them. It is also the writing containing such judgment....
As distinguished from appraisal, an arbitration presupposes a controversy or a difference to be tried and decided. On the other hand, an
appraisal or valuation is generally a mere auxiliary feature, as of a contract
of sale, the purpose of which is not to adjudicatea controversy but to avoid
one. [Emphasis supplied.]
95
See cases collected in E. CHEATHAM, E. GRISWOLD, W. REESE, & M. ROSENBERG,
CONFLICT OF LAws ch. 6 (5th ed. 1964).
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court order) ; and (3) indirect specific enforcement (the staying of
an action brought in violation of an agreement to arbitrate) 96
The use of arbitration in foreign patent licensing agreements has
been suggested 97 to avoid high court costs, conflicts of laws and
enforcement difficulties. But arbitration is not without risk. The
arbitration clause should be adequately drafted to show with exactness and clarity what the parties intended, since these types of proceedings function as plenary actions. Rules employed should be
those that have been well tested. Reputable organizations such as
the American Arbitration Association or International Chamber of
Commerce should be the tribunal if the arbitration is to be in the
United States or elsewhere. Availability of a qualified arbitrator
should be determined prior to the inclusion of an arbitration clause.9 8
It should be made clear whether the clause pertains to antecedent
proceedings or applies only to those in the future.9 9 Under the
Federal Arbitration Act, 10 0 the laws of 19 states,10 ' and in many
foreign jurisdictions, 0 2 agreements to arbitrate future disputes are
valid, enforceable and irrevocable. Treaties (bilateral and multilateral) often give effect to arbitration awards.
Experience has shown that arbitration should not be contemplated unless honest disputes actually exist, and the parties intend to
deal with each other amiably subsequent to the award. Once parties
have endured litigation, they may wish to consider some other means
of settlement in the future; comparative costs, speed of the determination, enforceability of the awards, and the nature of the issues
involved are all criteria in this consideration.
Arbitration might be desirable in Communist bloc countries who
not infrequently invoke sovereign immunity to protect their citizens
in international relations. However, more recently this doctrine has
been waived and some resort to arbitration has been employed to
establish an interest in the principles of "fair play" in anticipated
future dealings.' 03
Thus, the settlement of foreign patent claims by arbitration
might turn out to be sui generis when other methods are notoriously
96 Phillips, Arbitration and Conflicts of Laws: A Study of Benevolent Compulsion,
19 CORNELL L.Q. 197, 199 '(1934).
97 Knopp, Licensing and Related PatentProblems Within the EEC, in DOING BUSINESS
IN THE COMMON MARKET, CCH COMM. MKT. REP., SPEC. REP. 114 (1963).
98 L. ECKSTROM, LICENSING IN DOMESTIC AND FOREIGN OPERATIONS 434 (3d ed.
1964).
99See Hess, supra note 79. Some foreign countries and 31 jurisdictions in the United
States preclude future disputes to be settled by arbitration.
1- 9 U.S.C. §§ 1-14 (1964).
101 See Rivkin, supra note 80, at 984.
102 See L. ECKSTROM, supra note 98.
103
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fraught with uncertainty as to the outcome and the efficacy of
enforcement.
It is well established that submission of a controversy to arbitration by prior agreement confers jurisdiction on the forum notwithstanding the absence of a defendant. In Gilbert v. Burnstine,10 4 the
defendants agreed to sell and deliver goods to the plaintiff in the
United States. An arbitration clause provided that the parties would
submit any difference to an arbitration forum in London using the
Arbitration Law of England. The defendant left England to avoid
jurisdiction. An arbitration award of £46,000 was made to the plaintiff. The court held that the defendant had consented in advance to
submit to the jurisdiction of English courts and their processes. This
consent was irrevocable without approval of the opposite party.
Neither party could defeat jurisdiction by remaining outside England
and the plaintiff was allowed to show that the terms of the agreement were substantially fulfilled. The defendant was given actual
notice of the proceeding, consistent with the requirement of due
process. This case exemplifies the efficacy of conferring jurisdiction
upon a tribunal in advance of a controversy and obviates any difficulties that normally are encountered when the forum lacks this grace.
Though extraterritoriality is frowned upon in most foreign jurisdictions, it becomes part of the procedure in arbitration.
It is also clear that an arbitration clause merges into the contract
and a defendant cannot attempt to avoid arbitration, even if the
agreement states Russia as the situs. In Amtorg Trading Corp. v.
Camden Fibre Mills, 105 a Pennsylvania corporation agreed to do
business with Amtorg, an agency of the Soviet Government. The
contract provided that any disputes would be tried before the U.S.S.R.
Chamber of Commerce Foreign Trade Arbitration Commission in
Moscow. Camden brought suit in New York against Amtorg, but the
latter moved to stay the suit pending arbitration. The per curiam
opinion held that
Camden chose to do business with Amtorg and to accept, as one of
the conditions imposed, arbitration in Russia; it may not now ask
the courts to relieve it of the contractual obligation it assumed.1 06
Thus, the use of arbitration in international trade seems to be a very
desirable device to avoid many of the uncertainties resulting from
expanded or attenuated differences of opinion. Jurisdiction, choice of
laws and their conflicts are seasonably avoided. Foreign awards under
arbitration will, in most instances, be enforced in contrast to nonarbitral awards. Res judicata is a conclusive presumption in arbitra255 N.Y. 348, 174 N.E. 706 (1931).
304 N.Y. 519, 109 N.E.2d 606 (1952).
106 Id. at 607.
104

105
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tion. Agreements to submit disputes to a foreign tribunal are tantamount to a similar submission of the controversy exclusively to the
courts of a sister state.'"" There is nothing novel about arbitration
in international business.' 1 However, the use of arbitration in patent
litigation seems to have certain novel attributes, not heretofore contemplated.
CONCLUSION

Patent infringement suits and licensing agreements on an international scale are fraught with many potential hazards. Patent laws
of foreign countries contain many vagaries and esoteric implications,
in many instances understood only by native counsel. Multilateral and
bilateral treaties provide a means of protecting property in a foreign
country. Litigation that may ensue presents the patentee with an
undue burden to enforce his award either internally or externally.
The patentee always must overcome the sometimes insurmountable
problems of jurisdiction, conflicts and choice of laws, enforcement of
foreign judgments, and res judicata. Enforcement in the United States
of judgments awarded abroad may be as difficult to obtain as foreign
enforcement of U.S. judgments. Arbitration is suggested as a salutary
means to obviate some of the inherent difficulties of enforcing a
patent monopoly abroad. However, arbitration would be limited to
those situations involving a contractual arrangement or licensing
agreements, and inapplicable to patent infringement suits.
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